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5) D Claim(s) is/are allowed. 
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7) |KI Claim(s) 5 and 12 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 6/23/2005 . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20080522 



Application/Control Number: 10/540,680 Page 2 

Art Unit: 1793 

Claim Objections 

Claim 10 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The above claim does not fairly further limit independent 
apparatus claim 8 because this claim recites only limitations dealing with the manner or method 
of use of the claimed apparatus (the type of inert gas to be employed). It has been well settled 
that the manner or method of use of an apparatus or the materials to be employed by or used in 
the apparatus cannot be relied upon to fairly further limit claims to the apparatus itself. See 
MPEP2114and2115. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 8-11, 13 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Ritter 
et al. Ritter et al teaches an arrangement for cooling wire (in the embodiment of claim 15 for 
example) including a housing filled with an inert gas (see col. 5 lines 7-32 for example) with an 
inlet and outlet for the wire to be treated including a rotating drum of a metallic material around 
which the wire is to be coiled in juxtiposed turns where the drum is cooled by atmosphere 
convection thereby showing all aspects of the above claims since the manner or method in which 
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the claimed apparatus is to be employed (the treatment temperatures or treatment of specific wire 
diameters with respect to the drum diameter) cannot be relied upon to fairly further limit the 
instant apparatus claims since the apparatus of Ritter et al could be employed to perform these 
functions if desired. See MPEP 21 14 and 21 15. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Paieniabilhy shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4, 6-11, 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ritter et al in view of the admitted prior art of the instant disclosure. As applied to claim 8 
above, Ritter et al shows all aspects of the above claims except the specifically recited cooling 
temperatures or the step of employing a drum diameter which would prevent plastic deformation 
of the wire by the drum. The admitted prior art of the instant disclosure at paragraph [0002] for 
example, teaches that it was well known in the art during wire annealing processes, to cool the 
wire after annealing to 20-50 degrees C below the oxidation temperature, the admitted prior art 
of the instant disclosure also teaches that at the time the invention was made it was known in the 
art to reduce bending of the wire to below that which would produce plastic deformation of the 
wire (see paragraph [0004] for example). Because Ritter et al also requires some achieved 
cooling temperature after annealing and would also desire to reduce plastic deformation of the 
wire as taught to be desirable by the admitted prior art of the instant disclosure, motivation to 
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employ well known cooling temperatures taught by the admitted prior art of the instant 
disclosure, as well as drums of large enough diameter to prevent or reduce plastic deformation, 
both taught to be known in the art at the time the invention was made, in the system of Ritter et 
al would have been modifications obvious to one of ordinary skill in the art at the time the 
invention was made. 

Allowable Subject Matter 

Claims 5 and 12 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Kastler whose telephone number is (571) 272-1243. The 
examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Scott Kastler/ 

Primary Examiner, Art Unit 1793 
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